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Status 
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2a)^ This action is FINAL. 2b)D Tliis action is non-finaL 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 . 453 O.G. 213. 
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4) 1^ Claim(s) U20 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-20 is/are rejected. 
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Application Papers 
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DETAILED ACTION 

• This action is responsive to the following communication: an Amendment filed on 
12/12/05. 

• Claims 1-20 are pending in the present application. Claims 1 and 10 are 
amended. New claims 19 and 20 are added. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Parry (U.S. 2003/0063309) in view of Fujitani et al. (U.S. 2001/0034747) hereinafter 
Fujitani. 

Regarding claim 1, Parry discloses a system (fig. 1, is a system for retrieving 
email using a printer) comprising a printing-capable device in communication (fig. 1, 
network 20) with a mail server (fig. 1 , email server 16), wherein the printing-capable 
device has a user interface (fig. 1 , LCD display 32, with touch screen). 

Parry does not disclose expressly a printing-capable device that accesses an 
email account which is selected by a user at the user interface, retrieves email headers 
from the mail server from the user selected email account, receives a user selection of 
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an email header, retrieves an email message corresponding to a selected email header 
and print the retrieved email messages. 

Fujitani discloses a printing-capable device that accesses an email account 
which is selected by a user at the user interface (fig. 13, user interface for accessing an 
email account at the printer stations, page 5, paragraph 49), retrieves email headers 
from the mail server from the user selected email account (fig. 14, header MR. A, MR. 
B, MR. C or MR. E, page 5, paragraph 50) to, receives a user selection of an email 
header (paragraph 50, user touch the email item and the selected header is 
highlighted), retrieves an email message corresponding to a selected email header and 
print the retrieved email messages (paragraph 50, selecting a desired e-email to be 
printed, see fig. 14). 

Parry and Fujitani are combinable because they are from a similar field of 
endeavor of retrieving and printing email via a printing-capable device in communication 
with a mail server. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the retrieves of email header selected by a user at the user 
interface of the printing-capable device as taught by Fujitani with the retrieve of email 
from a mail server. 

The motivation for doing so would have been to allow the user to see which 
headers, i.e., who the message is from, thereby allowing a user at the user interface of 
the printing-capable device to select only the desired email message to retrieve from the 
mail server and have it printed at the printing-capable device (Fujitani, paragraph 50). 
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Regarding claim 2, the combination discloses the system of claim 1 wherein the 
printing-capable device Is a multi-function device (Parry, page 3, paragraph 0024, e- 
mail enable printer 22 may be a photographic printer-a photographic printer is a multi- 
function device because it is capable of copying and printing). 

Regarding claim 3, the combination discloses the system of claim 1 wherein the 
printing-capable device is a printer (Parry, page 3, paragraph 0024, e-mail enable 
printer 22 may be a laser printer). 

Regarding claim 4, the combination discloses the system of claim 1 wherein the 
printing-capable device is a copier (Parry, page 3, paragraph 0024, e-mail enable 
printer 22 may be a photographic printer-a photographic printer is a multi-function 
device because it is capable of copying and printing). 

Regarding claim 5, the combination discloses the system of claim 1 wherein the 
network is a local area network (Parry, page 2, paragraph 0022, communication link 26 
may be a LAN, see fig. 1 ). 

Regarding claim 6, the combination discloses the system of claim 1 wherein the 
network is a local area network (Parry, page 2, paragraph 0022, communication link 26 
may be a LAN, see fig. 1). 

Regarding claim 7, the combination discloses the system of claim 1 wherein the 
network is a wide area network (Parry, page 2, paragraph 0022, communication link 26 
may be a WAN, see fig. 1 ). 
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Regarding claim 8, the combination discloses the system of claim 1 wherein the 
network is at least one of an intranet or the Internet (Parry, page 2, paragraph 0022, 
communication link 26 may be a internet connection, see fig. 1 ). 

Regarding claim 9, the combination discloses wherein the printing-capable 
device retrieves an attachment associated with the retrieved email message and prints 
the retrieved attachment (Fujitani, page 5, paragraph 50, attachment is included with 
email from MR. C, see fig. 14). 

Regarding claim 19, the combination discloses the system of claim 1 further 
comprising authenticating the access to the user selected email account before allowing 
the retrieval of the email headers (Fujitani, page 7, paragraph 64). 

Regarding claims 10-18 and 20, they are interpreted and thus rejected for the 
reasons set forth above in the rejection of claims 1-9 and 19 since claims 10-18 and 20 
discloses a method that corresponds to the system of claims 1-9 and 19, thus the 
method is inherent in that it simply provides functionality for the structural 
implementation found in apparatus claims 1-9 and 19. 

Response to Arguments 

Applicant's arguments, see pages 4-6, filed 12/12/05, with respect to the 
rejection(s) of claims 1-18 under 102(e) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of newly found prior art references due to 
newly amended limitations as cited in claims 1 and 10. 
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Regarding claims 1 and 10, the applicant argued the cited prior art (U.S. 
2003/0063309 to Parry) fail to teach and or/ suggest that "the printing-capable device 
has a user interface and accesses an email account which is selected by a user at the 
user interface, retrieve email headers from the mail server from the user selected email 
account". 

In response to applicant's argument Fujitani discloses a printing-capable device 
that accesses an email account which is selected by a user at the user interface (fig. 13, 
user interface for accessing an email account at the printer stations, page 5, paragraph 
49), retrieves email headers from the mail server from the user selected email account 
(fig. 14, header MR. A, MR. B, MR. C or MR. E, page 5, paragraph 50) to, receives a 
user selection of an email header (paragraph 50, user touch the email item and the 
selected header is highlighted), retrieves an email message corresponding to a selected 
email header and print the retrieved email messages (paragraph 50, selecting a desired 
e-email to be printed, see fig. 14). 

Parry and Fujitani are combinable because they are from a similar field of 
endeavor of retrieving and printing email via a printing-capable device in communication 
with a mail server. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the retrieves of email header selected by a user at the user 
interface of the printing-capable device as taught by Fujitani with the retrieve of email 
from a mail server. 
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The motivation for doing so would have been to allow the user to see which 
headers, i.e., who the message is from, thereby allowing a user at the user Interface of 
the printing-capable device to select only the desired email message to retrieve from the 
mall server and have it printed at the printing-capable device (Fujitani, paragraph 50). 

Contact Information 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Ofnce action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pui^uant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew H. Lam whose telephone number is (571 ) 272- 
8569. The examiner can normally be reached on M-F (9:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (571 ) 272-7471 . The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




KIMBERLY WILLIAMS 
SUPERVISORY R^TENT EXAMINER 



